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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U S.C. 8§ 134 from
the examner’s rejection of appellants’ clains 1, 2, 4, 5, and
8-17. Cdaim6 has been allowed, and clains 3 and 7 have been

canceled. The real party in interest is Sansung El ectronics

Co., Ltd.

Ref erences relied on by the Exam ner
Ghar avi 4,821,119 Apr. 11,
1989

Application for patent filed March 1, 1993.
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The Rejection on Appea

Clains 1, 2, 4, 5, and 8-17 stand rejected under 35
U.S.C. §8 103 as bei ng unpatentable over Gharavi.

The | nventi on

The clained invention is directed to a signal conpressing
system The only independent clains are clains 1 and 10,
whi ch are reproduced bel ow

1. A signal conpressing system conprising:

codi ng neans for sinultaneously scanning a first
signal according to a plurality of different
scanni ng patterns to provide respective coded
ver si ons t hereof;

sel ection neans for selecting one of said
scanni ng patterns which produces efficient sub-block
codi ng according to a predeterm ned criterion and
for outputting a scanning pattern signal identifying
the sel ected scanning pattern and the sel ected coded
version of said first signal; and

a variable length coder to variable | ength code
the received sel ected coded version of said first
signal which is produced by scanning according to
the sel ected scanning pattern.

10. A signal conpressing systemfor coupling a
first signal representing a video signal to a first
coder as a sel ected coded signal, said system
conpri si ng:

a second coder for sinmultaneously scanning said
first signal according to a plurality of different
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scanni ng patterns and produci ng respective coded
signals; and

a selector receiving said coded signal for
sel ecting one of said scanning patterns based upon a
predet erm ned sub-bl ock selection criterion and for
outputting a scanning pattern signal identifying the

sel ected scanning pattern and said sel ected coded
si gnal .

Qi ni on

The rejection of clains 1, 2, 4, 5, and 8-17 cannot be
sustai ned. W reverse.

A reversal of any rejection on appeal should not be
construed as an affirmative indication that the appellants’
clainms are patentable over prior art. W address only the
sufficiency of the findings and rationale as set forth by the
exam ner and on which the examner’s rejection is based.

In rejecting clainms under 35 U.S.C. 8§ 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the legal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@d 1596, 1598 (Fed. Cir. 1988). In
so doi ng, the exam ner is expected to nake the factua

deternmi nations set forth in G ahamv. John Deere Co., 383 U.S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why

one with ordinary skill in the art would have been led to
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nodi fy or conbine prior art references to arrive at the

clai med invention. Such reasons nmust stem from sone teaching,
suggestion, or inplication in the prior art as a whole or
know edge generally possessed by one with ordinary skill in

the art. Uniroval, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPQR2d 1434, 1438 (Fed. Cir.), cert. denied, 488 U S.

825 (1988); Ashland Ql, Inc. v. Delta Resins & Refractories,

Inc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Cir. 1985),

cert. denied, 475 U. S. 1017 (1986); _ACS Hospital Systens,

Inc. v. Montefiore Hospital, 732 F.2d 1572, 1577, 221 USPQ
929, 933 (Fed. Cr. 1984). These show ngs by the exam ner are
an essential part of conplying with the burden of presenting a

prima facie case of obviousness. See, e.qg., In re Cetiker,

977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gir. 1992).
The nere fact that the prior art may be nodified in the

manner suggested by the exam ner does not nake the

nodi fi cati on obvious unless the prior art suggested the

desirability of the nodification. 1n re Fritch, 972 F. 2d

1260, 1266 n. 14, 23 USPQ2d 1780, 1783-84 n.14 (Fed. G

1992); In re Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127

(Fed. Cir. 1984). (Obviousness may not be established using
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hi ndsi ght or in view of the teachings or suggestions of the

i nvent or. Par a- Ordnance Mg. Inc. v. SGS Inporters |Int’]

Inc., 73 F.3d 1085, 1087, 37 USPQ2d 1237, 1239 (Fed. G

1995), cert. denied, 117 S.C. 80 (1996).

As is stated by the Court of Custons and Patent Appeals

inlIn re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA

1967):

A rejection based on section 103 clearly nust
rest on a factual basis, and these facts nust be
interpreted w thout hindsight reconstruction of the
invention fromthe prior art. In making this
eval uation, all facts nust be considered. The
Patent O fice [exam ner] has the initial duty of
supplying the factual basis for its rejection. It
may not, because it nay doubt that the invention is
pat entabl e, resort to specul ati on, unfounded
assunptions or hindsight reconstruction to supply
deficiencies in its factual basis. (Enphasis in
original).

In re Freed, 425 F.2d 785, 788, 165 USPQ 570, 572 (CCPA 1970);

In re Lunsford, 357 F.2d 385, 392, 148 USPQ 721, 726 (CCPA

1966)

The problemw th the examner’s rejection in this case is
that insufficient explanation is provided as to why one with
ordinary skill in the art would have been notivated to enpl oy
(1) a coding neans for sinultaneously scanning a signa
according to a plurality of different scanning patterns to
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provi de respective coded versions thereof, and (2) a selection
nmeans or a sel ector which selects one of the scanning patterns
whi ch produces efficient sub-block coding.

On page 4 of the answer, the exam ner states:

Gharavi does not disclose a selection neans for
“simul taneousl y” sel ecting one of the scanning
patterns which produces efficient coding and a
scanni ng node sel ector for selecting a scanni ng node
i n which a nunber of bits produced froma start to
an end of a sub-block is mnimzed as specified in
claims 1, 6, and 10. In contrast, Gharavi discloses
using different scanning patterns (figs. 7a-7c) at
sub-bl ock level to maxim ze bit efficiency (col. 6,
lines 24-31). Furthernore, Gharavi suggests that
conpression efficiency can be further inproved by
adaptively scanning the reconstructed bl ock (see
col. 7, lines 37-44). In other words, a selection
of the scanning pattern which will yield maxi mum
coding efficiency is inplied.

In addition, Gharavi fails to teach the scanning
pattern sel ecting neans as cl ai ned, however, the
suggestive teaching that the scanning patterns can
be adaptively scanned to inprove coding efficiency
as disclosed in Gharavi inplicate that a neans for
sel ecting one of the three scanning patterns is
essentially necessary. Therefore, one skilled in
the art having Gharavi before his/her would have
been notivated to further explore the suggestive
teachi ng of an adaptive scanni ng net hod as di scl osed
in Gharavi to cone up with an inproved nmeans and
met hod steps of producing a plurality of scanning
patterns and adaptively sel ecting one which wll
yi el d the highest coding efficiency as clai ned.
(Enphasis in original).

The above- quoted expl anation of the exam ner cones up
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short in terns of the “sinultaneous scanning” feature of the
appel l ants’ clained invention. While Gharavi does describe
several possible scanning patterns (colum 2, line 67 to
colum 3, line 5), it does not describe or suggest

si mul t aneous scanni ng based on the plurality of scanning
patterns. In colum 3, lines 5-11, Charavi states:

The inter-sub-block scanning pattern either can be

predeterm ned in advance for all blocks or,

alternatively, can be nade adaptive by deci di ng

whi ch scanning nethod is nost efficient and

transmtting additional overhead information to the

recei ver at the begi nning of each bl ock that

i ndicates the particular inter-sub-block scanning

net hod enpl oyed.

It has not been expl ai ned by the exam ner why a
suggestion to decide on the run, or adaptively, which scanning
nmet hod woul d be the nost efficient for the current bl ock being
processed woul d have |l ed one with ordinary skill in the art to
the feature of sinultaneous scanning based on all scanning
patterns. “Adaptive” does not nean “sinultaneous.” Charavi
does not even state that the decision of which pattern woul d
be the nost efficient is made on the basis of actually
perform ng scanni ng according to each of the scanning
patterns. Even if the Charavi decision is made on the basis

of actually perform ng scanni ng based on each of the scanning
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patterns, it has not been adequately accounted for by the
exam ner why it would have been obvious to one of ordinary
skill in the art to have such scanni ng perforned
simul t aneously as opposed to sequentially.

It appears that the exam ner has ignored the sinultaneous
scanni ng aspect of the appellants’ invention. Note the
follow ng statenent in the exam ner’s answer on page 6, |ines
12- 15:

The gist of the invention is to provide an inmage

encoder as a whol e which is capabl e of providing

mul ti-pattern scanning and that one of the patterns

can be adaptively selected to yield the best coding

efficiency (see “Specification”, p.6, lines 24-26).

It is believed that Gharavi substantially teaches

this aspect.

It is inappropriate for the exam ner to generalize the
clai med invention to sone broader “gist” at the expense of
elimnating a clained feature of the appellants’ clained
i nvention, i.e., simultaneous scanning according to a
plurality of different scanning patterns to provide respective
coded versions thereof. There is no legally cognizable “gist”

or “heart” of the invention in a conbination patent. Vas-Cath

Inc. v. Mahurkar, 935 F.2d 1555, 1565, 19 USPQ2d 1111, 1118

(Fed. Cir. 1991). Each feature of the appellants’ clained
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invention is material and nust be accounted for by the
exam ner in a rejection based on prior art.

For all of the foregoing reasons, we reverse the
rejection of clainms 1, 2, 4, 5, and 8-17.

Concl usi on

The rejection of clains 1, 2, 4, 5, and 8-17 under 35

U S.C. 8§ 103 as being unpatentable over Gharavi is reversed.

REVERSED
JAMESON LEE )
Adm ni strative Patent Judge
BOARD OF PATENT
SALLY GARDNER- LANE APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

SALLY C. MEDLEY
Adm ni strative Patent Judge
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